
 
 
 

 

Barred from the market – or do you 
have Freedom-to-operate? 
 
 
 

By Susanne Høiberg, HØIBERG A/S 

 
It is a common misunderstanding that if your product 
is patented, then it may legally enter the market. 
 
Many companies with investments in R&D discover to 
their great surprise that their competitors are granted 
patents in fields that they considered their own 
proprietary, since it was covered by their own 
patents. This is simply due to the fact that even the 
best patent application rarely includes all possible 
variants under the broad scope of protection and thus 
leaves exposed flanks where others may establish a 
field protected by patent if the technology is 
sufficiently attractive.  
 
The concept of “Freedom to operate”, often 
abbreviated “FTO”, is worldwide used to describe the 
situation that a product may be marketed without 
infringing third party IP rights. An FTO analysis is the 
tool used to evaluate whether patents belonging to a 
third party may block access to the market in one or 
more countries, so-called dominating patents.  
 
Unfortunately, considerations about an FTO often 
disappear among all the other tasks to be carried out 
when developing and marketing a new product even 
if the entire investment may be lost if the product 
cannot legally be brought onto the most interesting 
markets because of other people’s patent rights. Or 
the FTO analysis is postponed until the product is 
fully developed, maybe in order to be fully sure that 
the costs of the FTO analysis are not wasted if the 
development comes to a halt.  
 
This is, however, really a shame because an FTO 
analysis at an early stage of the development 
provides more possibilities of navigating safely, 
relative to other people’s patents, either because 

there is a possibility of negotiating access to the 
dominating patents through licenses or acquisitions 
without having the back against the wall, or simply 
because the development may work around and 
thereby avoid the dominating patents.  
 
Psychology of the FTO analysis 
 
Perhaps very understandable human factors come 
into play when the companies postpone the time of 
an FTO analysis.  
The optimism involved in the development of a new 
product and drafting of broad patents may vanish in a 
second, if the FTO analysis ends with a pessimistic 
message about problems in bringing the product 
onto market before the competitor’s patents have 
expired. The consequence may be that it is easier to 
postpone the FTO analysis until later than facing any 
negative information at an early stage.  
To this should be added that the FTO analysis may 
also disclose that the competitors are at the same 
phase of their development – or worse, that their 
development has reached higher levels than your 
own, which could completely remove all faith in the 
future.  
 
Economy of the FTO analysis 
 
Similar considerations come into play when an FTO 
analysis is considered in a financial setting. All costs 
relating to product development and patenting may 
be viewed as investments in the future whereas the 
costs of an FTO analysis could rather be regarded as 
a tax on the development as the outcome may be 
negative.  
 
 



 

 
 
However, it ought to be the other way around 
because an early FTO analysis provides a much better 
starting point to avoid trouble with third party 
patents. In the ideal world, the FTO analysis is among 
the first investments when development of the new 
product has been decided, because the company’s 
future market position will thus be strengthened. 
  
To this should be added that a focused FTO analysis 
drafted in close cooperation with the company’s 
developers who know the product well is usually not 
more expensive than the drafting of a first patent 
application for the product.  
 
Results of the FTO analysis 
 
It is obvious that the result of an FTO analysis will 
provide knowledge about any dominating patents, 
however, it is an often overlooked fact that at the 
same time you get knowledge about the competitors’ 
stage of development as well as behaviour in the 
patent field, and last but not least are provided with a 
number of details from the patent literature that may 
be used as inspiration in your own development. 
There is no reason for reinventing a variant of the 
wheel if it has already been described in the patent 
literature.  
 
Dominating patents are not necessarily restricted to 
similar products, but may also be patents which – 
although they are focused on other products – have 
nevertheless been issued with a scope of protection 
that is so broad that it also covers the very product 
under development.  
 
Experience shows that every FTO analysis usually 
identifies at least 1-2 patents having a scope of 
protection directly covering the company’s product 
and therefore requiring some kind of action. No 
matter whether the action is an attempt to gain 
access to the patent right, rethinking the product, or 
an attack on the patent, there are far more options if 
these patents are identified early in the process.  
 
Focused FTO analysis 
 
A focused FTO analysis consists of 3 phases:  

1) The search phase – identification of 
potentially dominating rights 

2) The analysis phase – analysis of any 
dominating rights 

3) The assessment phase – are the dominating 
patents valid? 

 
 

 
 
Before initiating the search phase, it is natural to 
analyse the product, the competitors and competing 
products in detail in cooperation with developers and  
marketing people at the company. Thereby it will be 
possible to tailor a search strategy for potentially 
dominating rights which on the one hand is so 
“broad” that it may be expected that all potentially 
dominating patents are identified and on the other 
hand is so focused that noise from completely 
irrelevant patents is minimized. However, contrary to 
a novelty search in which only novelty-destroying 
documents are searched for, an FTO search cannot be 
allowed to stop until ideally all potentially dominating 
patents have been identified. Therefore it cannot be 
avoided that the search result will subsequently have 
to be sorted manually.  
 
Analysis phase 
 
In this phase, a close cooperation between patent 
experts on the one hand and developers and 
marketing people who know the product in detail on 
the other hand is necessary in order to separate 
irrelevant patents from dominating patents in the 
best possible way. Often the difference between the 
scope of protection of the identified patent rights and 
the company’s product resides in the details, and 
here the developers are the experts.  
At the end of the analysis phase, the field of 
dominating patents has been narrowed down to the 
following:  
 

- Granted patents whose scope of protection 
covers the product 

- Pending patent applications whose broadest 
claim covers the product 

In principle, an FTO analysis could stop here, but it is 
often very relevant to consider whether the scope of 
protection that the dominating patents contain, is 
actually a valid scope of protection. Alternatively, you 
could be forced to avoid patents which subsequently 
turned out to be invalid.  
 
Assessment phase and FTO strategy 
 
Therefore the patentability of every dominating 
patent and patent application should be assessed 
starting from known references and novelty searches 
in order to give a final overview of the probable valid 
scope of protection. Then the FTO strategy may be 
determined.  
 
An FTO strategy should contain a strategy describing 
how the company should relate to the patent rights 
with a dominating scope of protection. Typically the  



 

 
 
dominating patents are divided into two categories – 
those whose valid scope of protection will certainly 
dominate, and those whose present scope of  
protection is deemed to be invalid and where it is 
unlikely that they will dominate if they were attacked 
in an invalidity case.  
 
With respect to the first group, the strategy is 
directed either to obtain access to the patents via 
licenses or acquisitions, or alternatively to try to work 
around the scope of protection.  
 
With respect to the second group, the goal is to avoid 
long and costly litigation. In this connection, the FTO 
strategy will contain considerations for an early attack 
on the patent in order to limit the scope of protection 
so that it is not dominating. Alternatively, the strategy 
may merely involve preparations of documenting the 
invalidity of the patent right in order to be prepared 
for a later dialogue with the patentee. The final 
strategy depends on the importance of the case, 
knowledge about the patentee and other factors such 
as the needs of business partners and investors for 
feeling assured that the patent rights do not expose a 
problem. 
 
Repeat the FTO analysis at regular intervals 
 
After finalising the FTO analysis, when everybody 
breathes a sigh of relief, the time has come for 
deciding when to repeat it.  
And it must almost always be repeated  

- because the competitors do not stop filing 
patent applications, 

- because the development of the product may 
change direction, and 

- because patent applications are secret for 18 
months after filing.  

The most simple way to stay updated is to monitor 
the field regularly, for example every quarter or every 
six months in order to discover any potentially 
dominating patents as early as possible.  
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