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Five to six years ago a new obstacle to patenting in 
Europe called poisonous or toxic divisional 
applications came into play, and was used intensively 
by opponents as an extra attack possibility in 
opposition procedures.  
 
In understanding the problem raised by poisonous 
divisionals it is relevant to discuss two fundamental 
parts of the patent law, namely the priority principle 
and the concept of divisionals. 
 
 
Priority principle 

 

This principle was established more than a hundred 
years ago, and basically defines that a patent 
applicant may file a patent application in one country 
(called the priority application or first application), 
and within 12 months (also called the priority period) 
he may file patent applications in other countries 
claiming priority from the priority application (called 
the priority right).  
 
The priority principle governs that his subsequent 
patent applications need only be novel and inventive 
in view of prior art published before the filing date of 
the priority application, i.e. the priority date – see the 
figure below.  
 
Thereby, any publications published and any patent 
applications filed by others in the priority period 
between the filing of the priority application and the 
subsequent patent applications are not considered 
prior art at. 
 
 

             
 

 
 
In the above example, the content of the priority 
application and of the subsequent patent application 
are identical. It is however, not unusual that when 
filing the subsequent patent applications more 
subject matter is included into the text, often due to 
the development of the invention during the priority 
period. It can for example be new aspects of the 
invention realized during the priority period or new 
examples of the invention. The neutralizing effect of 
a priority application only relates to the subject 
matter in common between the priority application 
and the subsequent applications, and therefore any 
new subject matter does not enjoy the right of 
priority. In the below example, it means that the 
orange parts do not enjoy priority, whereas the green 
part still enjoys priority. 
 

 



 

 
 
 
 
Or so it was until a decision from the Board of 

Appeal in the European Patent Office revealed a 

different interpretation. 

 
 
Divisional applications 

 

It is possible to divide a patent application into two or 
more patent applications, and we are often forced to 
do so, in case the patent authorities decide that a 
patent application comprises more than one 
invention. However, filing divisional application(s) 
may also be done voluntarily for various strategic 
reasons. 
 
Independently of the reasons for filing a divisional the 
child application(s) maintain(s) the original filing date 
and priority rights of the mother, and may be 
pictured schematically as shown in the figure below. 
 
 

 
 
 
 
When is a divisional application then poisonous? 
A divisional application becomes poisonous when it is 
used as prior art to take away novelty from its own 
parent application. In reading the above about the 
fundamental understanding of the patent law this 
should not be possible, since the two applications 
comprise the same filing and priority dates. 
 
However, the logic behind the Board of Appeal 
decisions is as follows: 
 
A poisonous attack may be raised when the content 
of the divisional application clearly can claim priority, 
since the content of the two texts are identical, 
whereas the content of the parent application is 
broader. 
 
The Board of Appeal decided that the parent 
application did not enjoy priority for the claims 
defining the invention broader than the priority 
application, whereas the divisional application did 
maintain the priority right, see the figure below. 
Thereby, all of a sudden, the divisional application  

 
 
 
 
had the earliest date of subject matter falling within 
the definition of the claims of the parent application  
and thereby killed the parent application due to lack 
of novelty. 
 

 
 
 
 
It goes without saying, that the patent society was 
shocked by the decision that destroyed fundamental 
interpretation of patent law. Several decisions from 
the Board of Appeals followed using the same logic, 
until a decision a couple of years ago carefully 
scrutinized the governing principles of priority as well 
as the preparatory works before the European Patent 
Convention and reminded us that a patent claim may 
enjoy partial priority. Partial priority means that 
subject matter in common (green circle) enjoys 
priority in the parent application, whereas added 
subject matter in subsequent applications (orange 
circle) does not enjoy priority. By this decision the 
original understanding of the priority principle was 
re-established, and a divisional application cannot 
constitute prior art against its parent, i.e. it cannot be 
poisonous. 
 
 
Conflicting decisions from the Board of Appeals 

 
It is clear that the latter decision was totally 
conflicting with prior decisions claiming that 
divisional applications may be poisonous. Such 
conflicts are solved by referring the question to a 
higher instance, i.e. the Enlarged Board of Appeal. 
 
In the present situation the question was referred to 
the Enlarged Board of Appeal, and many Amicus 
Briefs have been filed holding the view that a 
‘poisonous divisional’ principle is incorrect in view of 
the European Patent Convention, and in particularly in 
view of the texts in the preparatory works. 
 
Decisions of the Enlarged Board of Appeal are binding 
on the Board of Appeals, and are in general adhered 
to in the practice before the EPO. Although no  
 



 

 
 
 
decision from the Enlarged Board of Appeal has been 
taken yet, it would come as a great surprise to this  
author, if divisional applications in the future may be 
poisonous to the extent they have been previously. 
 
 
What to do in the meantime 

 

We follow the referred case closely and hope to report 
a clarifying decision on this matter in the near future. 
  
In the meantime, if a “poisonous divisional” attack is 
raised, either by Examining Division or during an 
opposition, we suggest that stay of the proceedings is 
requested to await the outcome of the Enlarged Board 
of Appeal case on this matter. 
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