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Practical information

 The webinar is recorded
 Avallable on our webpage within the next couple of days
 All participants are kept anonymous in the recording

- Please ask any questions in the “Q&A”- box

* Questions will be answered at the end of the webinar unless a
specific question requires “immediate attention”

« 15-20 second time lag

* Questions are received in real-time but answers/comments will
come with a delay
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Speakers

Jens Viktor Ngrgaard

Partner, Head of Biotechnology & Plant
Sciences, European Patent Attorney

PhD (Biochemistry and genetics)

jvn@hoiberg.com

Charlotta Dahlborg
Patent Attorney and Business developer
PhD (Medical Science), Karolinska Insitutet

cdg@hoiberg.com
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Agenda

« What is a patent?
 When to patent?
« What can be patented?
* Inventor and owner

« How to read a patent?
« Structure of a patent
« Claim structure

« The patenting process

- Q&A
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What Is a patent?
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Why Is patenting the answer?

Patents:

=capture the "’knowledge” component and permit

_value extraction |

Commercialization

=are published for the common good

@HQIBERG European Patent Attorneys 7



What Is a patent?

Monopoly

- Right to forbid others to exploit the
iInvention

*  No (automatic) right to exploit the
iInvention

*  Provides a description of the invention

«  Lasts for 20 years
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Patents are Intellectual Property

And as such are commerical products:
+ They may be sold or licensed

- And may give rise to cooperation
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Why should | patent?

The Story about PCR:

Kary Banks Mullis
Cetus Corporation

Kjell Kleppe & Har Ghobind
Khorana

10.000$ (and the Nobel Prize, 1993)

300.000.000%

a publication

@HQIBERG

European Patent Attorneys 10



The moral of the story:

Think twice before publishing your ideas

Why only get fame when you can get fame & fortune!
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When to patent and
when not to patent




When to patent?

When the technology is mature, that is

When the invention can be supported by examples

but:

Before publication

Before the competitors patent or publish!
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Publish - and Perish

* Never, never publish your findings
before speaking to a patent attorney

* Never, never in an article point to
what your new findings might be
good for

* Anything you publish: posters,
abstracts, homepages, sales
brochures etc.

- WILL BE FOUND

Publish or Perish vs Patent and Prosper

By Pernille #Winding Gojkowic, HBIBERS 4

Sclentists are [wdged on their publication rate and the

phirass P, r Perfeh s the Clichd often ched & a

rule to D by b this armbcle wee'll explain wiy

sclentist should alsa think Fatwer and Prosper instead
cnly Pubiish or Farih.

Imaging funding your own researchd Th,
pabEnT on ol great Invention can da for you.

# lawis not only enabling but
reguiring that publichy
ommarcalize thelr h,a
of parenting Is still found in mary
academic environments. The wariness ks ofen
the most common of which are
. Having a pament on your gre
may prowide a source of Income, count s a
publication an your and astablish collaboratlons
with Industry pammers = why all scie
der patenting before pubdshing. When
aring whether 1o publish or patent abways keep
d that If you even think about patenting, you
nedied o walt with publishing weill your patent
application Is filed. If you don't, your own article will
el d or ewen impossible o obtaln a patent
OUT et Insntion.

The most common myths we hear as neasons for not
pabenting are:

1) patent my scisnce will he kapt 3 secret
This statement reveals a complete nderstanding
of the patent system. The word "patent” comes fram
the Lain word "patere” which means "to lay open” = In
er words to make what Is disclosed In the patent
allable 1o the public. & patent applications are

published 18 mon m the date of filing and are
publicly avzilable In searchable patent databases.
Furthermore, onoe you have filed at least your priorty

June 2005

founding patent application, you can publish a
schentific articke detalling your sclence. in oth

words: applying for & paent & & Qenuing two-for one
situation as it may ghe you Two publications (with
differant scope) for the same ressarch.

N
This Is a commaon misinterpratation doe 1o the phrase
Jourrials empley in thelr quidelings for authors,
& that artiches submilited must b
not been repoad or
ad aismatiane. This do it preciude
Yiods gy howevar need to bnform the
Journal of your financial Intenest In hawing youwr
ressarch published - the publication of your n
artiche 15 likely to cause the value of your pabent
application to rise.

I | parent, vy sclence 1o ot benafiTting the pablic
This anly h rue I you do not make use of your
patented irwention. &5 a patent holder you have the
right fo forbid otfers. to make o o reen chon.
Youw also hawe the right 1o llcense out the Inventlon to
Imterested parthes, who can help you commarcalize
your invention - Le. make it avallable 1o the public.

In fact, wery ofen the cpposioe & true: If you do not
have a patent on your irvention nobody |s Interested
In commerclalizing and maiing your invention
publicly avallable. With &.g. pharmaceutcals there ane
many years of @xpenshee friats befome the produc

en the market. Obvicusly, the

make these Investmaents want to madks

passible = that an Income will amhe, and they can
onlby be sure of this ¥ the dnug ks not copled ans
chaaply by iveryDody. The compandes that maks the
ImeasTmEnts can =2 sure of this, If the drug ls
patenbed.
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To patent or not to patent?

When NOT to patent
* When it doesn’t pay off
» Patenting too expensive compared to commercial gain
+ Fast moving product / first mover — don’t “waste” time — push product

 When idea is more of an innovation than an invention

* When you risk publishing sensitive know-how
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What can be
patented?
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Patentability - Requirements

Ve
9 — Patentable subject matter Eieﬁgr?cn.isaﬂj
NS

No. 223,898. Patented Jan. 27, 1880.

Novel

Inventive / non-obvious

Industrially applicable (useful) g

=
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Technologies to be patented

Step(s) of Inter- Step(s) of
manufacture mediate manufacture

method Product method Composition

Manufacture
method

Use of
product

Apparatus

Manufacture method Use of

product

Method of Comprising
identification product
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Who is inventor &
who Is owner of a patent?




What Is an

Idea phase

Co-inventors

Identification

inventor?

An inventor is a person

The inventor is the person having conceived the idea

The invention may be conceived by two or more in

conjunction

Inventor(s) has(ve) the right to be identified in the patent

—and may ask to be anonymous

@HQIBERG
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You are not an inventor if you:

Worked according

to instructions Conceived an idea —

from others without suggestions

to its solution

Provides
financial
support
Is the leader
of the departe-

ment or lab

Provided
obvious parts
of the invention

Merely tested

the invention

@HQIBERG
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Inventors

Rules for being an inventor correspond largely to the Vancouver
recommendations for being an author

« The Order of names on a patent does not signal any importance of the
contribution of the inventor

« Errors in designation of inventors may lead to an invalid patent in the USA

* The assignee is the owner of the patent

« The assignee can be the inventor or another person or company

@HﬂlBERG European Patent Attorneys 22



How to read a patent?




The Patent Document

Drawings
Claims

Examples

Detailed description

Description of drawings

Summary of Invention

Background

(LTI
EP 0685 168 B1
on
o 118, Az 08
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How to read a patent

 To get a general impression of the patent
« Emphasis on the abstract, claims and the examples
* If in the mechanical field also drawings

« Freedom to Operate
 Focus on the claims — if matter is unclear consult the
description

« Patentability analysis
* Entire document

@HQIBERG



(12) INTERNATIONAL APPLICATION PUBLISHED UNDER THE PATENT COOPERATION TREATY (I

{(19) World Intellectual Property =
Organization :
International Burcau _/

(4 ional Publication Date .--"‘/
04 January 2018 (04.01.2018)

WIPQ I PCT

(51) Imternational Patent Classification:
CI12C 1A27 (2006.101) CI120 7447 (2006.01)
C12C 1AH7 (2006.01) C12C 1402 (2006.01)

(21) International Application Number:
PCT/EP201 7/065498

(22) International Filing Date:
06.2017)

(25) Filing Language: English
(26) Publication Language: English
(30) Priority Data:

161774021 1.07.2016) EP

(71) Applican
Ny Carlsherg Va

K/DK];

(72) Inventors: SKADHAUGE, Birgitte; Lindchajve] 318,
3460 Birkerad (DK). LOK, Finn; Kongshaven 15, 2500
Valby (DK). KNUDSEN, Soren; Bakkesvinget 18, 2760
Milev (DK). WENDT, Toni; Sankt Nikolaj Vej 30 st tv,
|, 1953 Frederiksherg (DK), KRUCEWICY, Katarzyna;

Seborghus Park 2, 1.th., 2860 Seborg (DK), MARRI, Lu-
cia; Peter Bangs Vej 141, 3. th., 2000 Frederiksberg (DK).
OLSEN, Ole; Holmbladsgade 102, 2.tv.,, 2300 Copenhagen
5(DK).

(74) Agent: HOIBERG P/S; Adelgade 12, 1304 Copenhagen K
(DK).

(81) Designated States (unless atherwise indicated, for every
kind of national privection available): AE, AlG, AL, AM,
AD, AT, AU, AZ, BA, BB, BG, BH, BN, BR, BW, BY, BZ,
CA,CH,CL,CN,CO, CR, CU, CZ, DE, DJ, DK, DM, DO,
DZ, EC, EE, EG, ES, FI, GB, GD, GE, GH, GM, GT, HN,
HR, HU, ID, IL, IN, IR, IS, JO. JP, KE, KG, KH, KN, KP.
KR.EW, KZ, LA, LC, LK, LR, LS, LU, LY, MA, MD, ME,
MG, ME, MN, MW, MX, MY, MZ, NA, NG, NI, N, NZ,
OM, PA, PE, PG, PH, PL, PT, QA, RO, RS, RU, RW, 3A,
5C, 8D, 8E, 30, 5K, SL, 8M, 8T, 8V, 8Y, TH, T], TM, TN,
TR, TT, TZ., UA, UG, Us, UZ, VC, VN, ZA, ZM, £W.

(84) Designated States junless otherwise indicared, for every
kind of regional proteciion availabler, ARIPO (BW, GH,

GM, KE, LE, Ls, MW, MZ NA, BW,_ 81, 5L, 5T, 82, TZ,

WO = International
application

EP = Europe
US= United States

@HQIBERG
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Background, Summary and detailed
description

- Background
« Can be used to set the scene
 Description of relevant prior art

*  Summary
- Can explain the invention — what problem does the invention solve?

*  Frequently includes copy of the independent claims

* Detailed Description
+ Describes the invention and possible variations of the invention

@HﬂlBERG European Patent Attorneys 27



Types of claims

A method/process for manufacture, comprising the steps of:

1. XX

2. XX

Covers the method as well as products directly obtained by the method.

A method/process for other purposes, comprising the steps of:
1. XX

2. XX

Covers the method

A product XX

Covers the product as well as all preparing the product and all uses of the
product

@HﬂlBERG European Patent Attorneys 28



Drawings can be used to describe the
Invention — Ex. Figure 1

(1) |

(2)

(6)

_“\\‘

(7)

(8)
(9)

(10)
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Claims

I h e M O n O p O I y — & Claims for the following Contracting States : AT, BE, CH, DE, DK, FR, GB, IT, LI, LU, NL, SE

the claims | |

* The patent claims are written
together with the inventors in a

teamwork

- Strict legal language is required

« Must take national differences in
law and practice into account

(r)

whersin

R is H, Gi-Ca alkyl, Ca-Cs cychoalkyl ar Gi-Ca perflunroalkyl;

R? iz H, Ci-Cg alkyl optionally substituted by OH, Ci-Cy alkoxy or C3-Ci cycloalkyl, or Gi-Ca
parfluoroalkyl;

R® is Co-0s alkyl, Ca-Cs alksnyl, Ca-Cs alkynyl, Ca-Cr cycloalkyl, Gi-G; parfluaroalkyl or (Ga-Ce
cychoalkyl)Gi -Cs alkyl;

B* taken togather with the nitrogen atom to which it is attached completes a pyrrolidingd, piperdine,
maorphaling, or 4-M-(AF -piperazinyl growp:

B is H, Co-Cy alkyl, G- alkoxy, NR'RE, or CONR'RE;

R* ig H, ©-Cq alkyl, (Cy-Cy alkowy) Ca-Ce alkyl, hydroxy Ca-Ce alkyl, (RIRYNIC:-Ce alkyl,
{RYAYNCOIC: -Gy alkyl, CONRTR®, CSNR'R® or GINH)NA™R®,

R and R are each independenily H, Ci-Ce alkyl, (C-Ca alkory)0a-Ca alkyl or hydromy Ca-Os
alkyl;
and pharmaceutically acceptable salts thereof,

A compownd as claimed in Glaim 1 whargin A" is H, methyl or ethyl; B® is Gi=Ca alkyl optionally
substituted by OH or methoxy; R® is Ca-Ca alkyl or allyl; B taken together with the nitrogen atom to
which it is atiached completes a piperding or 4=N={RE) pperazinyl group: BF is H, NRTR? or CONRTRE;
R is H. Gi-Ga alkyl, hycroxy Ca-Gs alkyl, GONFYR®, GSNRTR® or GINH)NRTR®: and R and AP are
each indepandently H or mathyl

A compound &8 clamed In Clalm 2 wherein R 1s methyl; R? is n-propyl; B is ethyl, n-propyl or allyl;
R* taken together with the nitrogen stom to which it is attached completes a 4-M-{RF} piparazingl group,
R is H: and R® i H, C:-Cs alkyl or 2-hydroncyathy.

A compound as claimed in Claim 3 wharsin zaid compound iz selectad from:

Se[2-allylooy-5-(4-methylpiparazinylsulphonylphenyl]-1-meathyl-3-n-propyl-1 G-dihydro- TH- pyrazolo-
[4.3-d]pyrimidin-7-one;

5ef 2-pthoy-5-(piperazinylsulphanylpheny|]-1 -maethy|-3-n-propyl-1,8-dihydro-7H-pyrazolo[ 4, 3-d}-
pyrimidin-T-ong;

5[ 2-athoy-5-(4-methy|piperazinylsulphony pheny| - 1-maethy-3-n-progyl-1,8-dibydro-TH-pyrazolo-
[4.3-d]pyrimidin-T-one;

§-{2-athony-5-[4-{2-propy|\piperazinytsulphony | lpheny}-1-methyl-3-n-propyl-1 G-dhydro-TH-
pyrazalol4.3-dloyrimidin-7-one;

@HQIBERG
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The scope of protection

The invention

@HﬁlBERG European Patent Attorneys 31



The scope of protection

- many layers of protection provides better certainty for a good patent

The invention

@HQIBERG European Patent Attorneys 32
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The patent process
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Patent process

PRIORITY YEAR PCT PHASE NATIONAL PHASE
—————— AMWY

12 18 30 MONTH

Before we start

- Evaluate patentability of the invention - novelty search
- Evaluate the commercial relevance of the patentable invention

- Evaluate the possibility of supporting the invention with data

@HﬁlBERG European Patent Attorneys 37



Patent process

PRIORITY YEAR PCT PHASE NATIONAL PHASE

0 12 18 30 MONTHS

Drafting and filing the patent application

- Patent text and claims are drafted in cooperation with inventors
- Scientifically correct description
- Commercially relevant description

« Filing of the patent application

-  Foreign inventors?
- Cooperation with other universities/companies?

@HQIBERG European Patent Attorneys
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Patent process —the priority year

PRIORITY YEAR PCT PHASE NATIONAL PHASE

0 12 18 30 MONTH

Priority year

 Review publications describing new ideas in the field from the
inventors

« Update patent text if new ideas/new results

@HﬁlBERG European Patent Attorneys 39



Patent process

PRIORITY YEAR PCT PHASE NATIONAL PHASE

Priority apglication icati
0 12 18PCT application 30 Issued patent MONTHS

Publication of the
invention (O)

Patent mp

X= invention, O= prior art

European Patent Attorneys 4o
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One patent application strategy

1st filing PCT filing Publication

\l/ PRIORITY YEAR J/

onal / European filing

\l/ PCT PHASE NATIONAL PHASE

Country selection

A\ 4 A4

Search report +

written opinion
-+ttt —t+t++t++ 11— MWWV >
0 12 18 30 MONTHS
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PCT-countries
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Thank you!

A recording of this webinar will be available on https://hoiberg.com

The topic of the next HBIBERG Patent School webinar is:
”’Patentability: Novelty and Inventive step”
January 20t 2021

Make sure not to miss it by following us on LinkedIn or signing
up for our Newsletter

| IS

Welcome to contact us at: )\/

v
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1
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() e jvn@hoiberg.com or cdg@hoiberg.com %t‘,ﬁmmq
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